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AppIicanvS l>iisn\ tae Fxai-^mcr for the ih:>rougb consulcraiion gnen the prescrxt 
application. 

(\au" art! 27 5^ sue pcrdmg r> tins rfphcatio.i Clauiis 1-10 ■v^oro pros,uas!> 
Ci.ii.cIIcd Dv wav ol Prelmimary AmcTdtnent dated Decembei 16, 2(3{)5. Claur.s 12-26 have been 
csacelied at this tsme, Clasms 27-59 have been added, which are supported by, for instance, tlie 
present s"cciPci;rso.i tt ppe;c{5 20 15 - 29.12. Therefore, no new marttr '^as boe.i added. 

Applicants lespectfiiOy request the Examiner to reconsider md v-itfadiaw the rejections 
view of the following remarks. 

Restriction Meqiafenient 

llie ExajMner h?^s made ilie RestrictioH Requirsment final, md has withdrawn claims 12- 
26 ^Om lufther eonsideration. Accordingly, cj&irm 12-26 have heeii cancelled. Applieasrts 
reserve the right to file a divisional application directed to elaims 12-26 at a later date if so 

desiFed. 

Issj^es Wider 35 U .S.C, §112 

1- 35 U ^ 1 12, first paragr aph 

t ic; -pvLi i^iJK^ > 1 x>s d sctose tlie broad das- of reattne derivatives ni procovs, (C) Also the 
Exan u c as.c ts n *b(, cvoresbions ot m ester residue, a reactive derivative and a leaving 
groijo to " ot 1 it,o ^^c cnaMcmexit rcqaireiijent becaii&e the specification has i^o indication given 
as to whc^t the ester's, .eactne deiivatncs leaving groups reahy aie Appbcants respeclfiily 
traverse this reiection. 
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Rciiardmg .^P-.p^-dN oj-V.k^vv,^ t.^a^^t.^o .Jt.-^v<»:i\sri o! v.L'^;r>.).:rJ oftbc fonxiuia 'Vlllj, 
t.ti6 re active di?n\ativt.' spccitlcs actd hahdes in the present specs iicatson, for exajiiple, at puge 
29, lines 6-7. The preparation of the reactive derivative of the compound of the fomiula (VIF) 
such as acid halides is within the one of ordinaiy skill in the art. Accordingly, the ordinary 
skilled person in the art can easily produce these acid hslides by, for instance, replacing the - 
OU h;rtiisp of RCOOH oftbc corapound of the '"omiula [VDjlJ with a halogen atom, which is a 
well kiiown method tc prepaie the acid h^ilidcs. 

Regarding expressions of ester residue, reactive derivative and leaving group. Applicants 
respectfully submit that the present ^eciScation appropriately defmes these terms. Specificaiiy, 
"an ester residue'' is supported by the present specification, for instance, at page 2"? hnes 12-13, 
"a reactive denvative" at nagc 29, lines 6-7, and "a leaviug group" at pagess 20:l8-.?0, 23:12-14, 
25:22 2*^ i'" 9 Aci'(,>;dKSL;i\, bu-^^v^ o s t>o vic?.\ls\l Jt-i,s.-!'\,-)n{''{: (.v^thi, spec k1 cation, the 
ordinary skilled person in the an can easily and reasonably recognize these groups and arc thus, 
enabled to make the compound of formula (I) without undue experimentation. These 
prspsa-ations are well known to the ordinary skilled person in fee art. 

ilierefore, reconsideration and withdrawal of these rejections are respeetfuily requested. 

3- 35 0.S.C. § li2v second paragrap h 

r];c Fxaniintr has rejected claim 11 imder 35 U.S.C, §112, second pa!-agra;>h, for the 
reason that the expressions of the leaving group, ester residue and reactive derivative are not 
defined in claim 1 1 , that the claimed process is not clearly disclosed by failing to recite the 
reaction conditions such as reagents, solvents, temperatures, etc., and that the terfn.s of 
"convertine" zcid "A gioup" are indefinite. Applicants respectfully traverse this rejection. 



Regardiug indefsniie e.xpressions of the leavmg group, esier residue and seactive 
derivative, Apphcanis respectfully submit rhat they are well-known to the ordinary skilled person 

33 CAM/KKC/py 



Applfcation No.: 10/561,180 



Docket No.: 0O2{K545OPUS1 



In the art aiid are detailed m the present speeiSeation as dismssed above- Therefore, diese 
expressi©Rs are sot indeirsite. 

Regarding the reaction conditions, Applicants respeetfally sufemit the foKawmg 
arguments. 

The ciained in\eat>on comprises processes (A), sB) d.ml (C) in sequence to give a 
conipound of the forJiuL^ 'i] wherein process (A) has steps of l)-a) or D-h), 2) and 3); process 
(B) has steps of 1), 2) and 3); and process (C) has one single step. Specifically, (A) l)-a) is 
directed to reacting a compoimd of the formula [11] with a compound of the fomiiila [III] and 1)- 
b) is directed to reacting a compound of the formula [IV] mth a conipound c^tlte fo-v-Ji-. 'V] 
(A) 2) relates to the resulting compound of the formula [Vlj to oatslyik reduction a^iJ iAi ?) 
relates to ti-se resulting compound of the fonnula [ Ml \> ,')^k l . ns , . mc e , k <K.or whc^ I'Oi )R" 
is a carboxyi group, followed by isomerization to g.ye u trans- form co;npoi.nd of the fornula 
[VIII]. Also, (B) 1) pertains to a cyimtion of a compound of the formula [IX], (B)2) pertains to 
reacting the resulting compound of the foimda [X] with a compound of the formula [XI] and 
reacting the resulting compound of the formula [XII] with & compound of the formula [XIIl]. md 
(^)"~') pa-ta.ii '^0 csc;'..-'i<i t'lc ;c"u ting con'pourd of :be ^onii^sld ■"XI\'| \o g.\e & compound of 
the fonriaia [\\ ] Funlit-r, [i } ij, cirecied to rcactiuji a cfmpourd *!.e ff^rnu'a ^X\] w.th a 
compour.d of ;be 'oniLsa ^\ \ or reactive derivative thereof 

As explained m the above paragraphs, independent claim 1 1 defmes ail esscxiUa' steps 
including each of reaction, cstsiytic reduction, iower-alkyl esterifjcation, isomenzation, 
cyanation, and cyclization to produce intended compound of the formula Therefore, claim 1 i 
in Itself is definite. 

AVn, ;ne u'act'ors oonvLtioos u.^cd t t'lt^e Jens .ur p'cJx^tabje hctaupo tno <>rJ n>v.y 
sktlcd pcjsv^r. if tbv." arl t.au easil> aiid reasouabl) recognize those ^teps and thv.\r reactjon 
conditso'i^ to gisc tbs^ ^.u-npomd of formula (I). 

Furihci, ihese conditions art disclosed in detail in the present specification, for instance, 
at page? 20-30 and the Examples. Thus, \i is not difficult for the ordinary skilled person to select 
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those cor.diiions based on the detailed description as well as the ordinajy iuio\i ledge of the 
relevant art. Accordingly, what is sought to be protected of the present invention is definite. 

Regarding the terms "converting" and "A' group" of claim 11, Applicants respectfijily 
submit file ibnowing explanatjons. 

In v.ep (B)2). R ci ilje compound of th<^ formviLi [XI] is a h^dzouen atoir or o^.ler 
residue when tlie compound of the fonnula ;X] is reacted with the compound vithc fom-jla fXl] 
to give the compoand of tlie formula [XII] having the same definition of R . Then, whtn R of 
the compound of the formula [XII] is an ester residue, it is necessary to convert it into a 
hydrogen atom a'nd then redact the compotmd of the formula [Xli] with the compound of the 
foni>u1a [Xlli] :o gi\e the compound of the formnk [XiV?. Therefore, the term "covenirg" does 
ROt fail to describe a process;. 

Also, .A' group m ciaim 1 1 lueajis "a gioup in which a nitrogen atom is removed from a 
Jiitrogen-contaimngheteropylic group" 

Therefore, as di$eussed a-tsoye, these indefimte ijjsues have been resolved atid Ihas, 
reconsideratioii aad withdrawal of 35 U.S.C §112, second rejection are respectfully requested. 
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CQiida-sion 

In summarv. Applicants respectfuUy submit that tlic present claims define allowable 
subject matter. Therefore, the Examiner is respectfuOv requested to withdraw all rejections and 
allow the presently pending claims. 

Should there be aiiy outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested :o contact Craig A, Mc Robbie (Reg. No. 
42,874) at the telephone number of the undersigned below, to conduct an interview in an effort to 
expedite prosecution in connection with the present application. 

If necessary, the Commisssorcr is hereby authorized in this, concuitent, and future replies 
to charge payment or credit any ovcrpayinent to Deposit Account No. 02-2448 for any additional 
fees required under 37.G.F.R. §§1.16 or 1.14; particularly, extension of time f^s. 



Dated: DEC 2 12007 



Respectfully submitted, 
Rv ^ ^ - 

> (.liNv-* 42,S74 

3im I \R r, kolasch & birch, llp 

8 s U) Cjivtenouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-SOOO 
Attorney for Applicant 
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